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REMARKS 

Claims 1-14 are pending in the application. New claim 15 has been added to 
the application. Therefore, claims 1-15 are at issue. 

Support for new claim 1 5 can be found in the specification at page 2, lines 26- 
32. The claim amendments are fully supported by the present specification and original 
claims, and are discussed below in connection with the claim objections and rejections. 

Claims 1, 3, 6, and 10 stand objected to. The typographical errors in claims 1 
and 3 have been corrected, as has the agreement error in claim 10. The term "further" has 
been introduced into claim 6. In view of these amendments, it is submitted that the 

objections to the claims have been overcome and should be withdrawn. 

Claims 1-12 and 14 stand rejected under 35 U.S.C. §112, second paragraph, as 
being indefinite because of confiising language. In response, claim 1 has been amended to 

more clearly recite that the claimed process comprises polymerizing a supersaturated aqueous 
solution of a (meth)acrylate salt. In view of the rewording of claim 1 , it is submitted that this 
rejection of claims 1-12 and 14 under 35U.S.C. §112, second paragraph, should be 
withdrawn. 

With respect to claim 3, this claim also has been amended to clarify the claim 
by reciting that the supersaturated solution is prepared by first producing an overneutralized, 
i.e., more than 100 mole percent neutralized, (meth)acrylate salt solution at a temperature less 
than 40°C. This amendment removes confusion with respect to the neutralization step itself 
reducing the temperature. Accordingly, it is submitted that this rejection of claim 3 under 35 
U.S.C. §112, second paragraph, has been overcome and should be withdrawn. 

With respect to claim 10, the claim has been amended to depend from claim 3. 

Claim 10 now has a proper antecedent basis, and the rejection under 35 U.S.C. §1 12, second 
paragraph, should be withdrawn. 

Claims 1-4, 6, 9-12, and 14 stand rejected under 35 U.S.C. §102(b) as being 
anticipated by Shimomura et al. U.S. Patent No. 5,210,298 ('298). Claims 5, 7, 8, and 13 
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Stand rejected under 35 U.S.C. §103 as being obvious over the 798 patent in view of GB 

1,073,856 (GB *856). Applicants traverse these rejections. 

The present invention is directed to a method of preparing a (meth)acrylic 
polymer by polymerizing a supersaturated aqueous solution of a (meth)acrylic salt. As 
disclosed in the specification at page 2, lines 26-32, a supersaturated solution is a metastable 
state where more of the (meth)acrylate salt is in solution than a fully saturated solution of the 
salt at thermodynamically stable equilibrium. In particular, a supersaturated solution contains 
more than 1 .01 times the amount of (meth)acrylate salt compared to the thermodynamically 
stable solution. 

It must be understood that a supersaturated (meth)acrylate salt solution is 
different from an ovemeutralized (meth)acrylate salt solution. Whereas the term 
"supersaturated" refers to the amount of (meth)acrylate salt in the solution, the term 
"ovemeutralized" refers to the degree of neutralization of the (meth)acrylic acid, i.e., the 
(meth)acrylic acid is more than 100 mol % neutralized. See specification, page 5, lines 35-38 
and page 4, lines 19-24. Also see attached Exhibit A, a definition of "supersaturated" from 
"Hawley's Condensed Chemical Dictionary" (1987), page 1111. A (meth)acrylic acid 
solution can be ovemeutralized, but not supersaturated, and vice versa, A (meth)acrylic acid 
solution also can be ovemeutralized and supersaturated. The two terms are independent of 
one another. 

With respect to the anticipation rejection under 35 U.S.C. § 102(b), it is well 
understood that 

"TO ANTICIPATE A CLAIM, THE REFERENCE MUST TEACH EVERY 
ELEMENT OF THE CLAIM" 

'A claim is anticipated only if each and every element as set forth in the 
claim is found, either expressly or inherently described, in a single prior art 
reference.' Verdegaal Bros. v. Union Oil Co. oj California^ 814 F.2d 628, 631, 
2 USPQ2d 1051, 1053 (Fed. Cir. 1987). ..The identical invention must be 
shown in as complete detail as is contained in the. . .claim.* Richardson v. 
Suzuki Motor Co,, 868 F.2d 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 
1989). The elements must be arranged as required by the claim, but this is not 
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an ipsissimis verbis test, i.e., identity of terminology is not required. In re 
Bond, 910 F.2d 831, 15 USPQ2d 1566 (Fed. Cir. 1990).'' 

With respect to the obviousness rejection under 35 U.S.C. §103, to establish a 
prima facie case of obviousness, three requirements must be satisfied. First, as the U.S. 
Supreme Court held in KSR International Co. v. Teleflex Inc. et al, 127 S.Ct. 1727 (2007), "a 
court must ask whether the improvement is more than the predictable use of prior art 
elements according to their established functions. . . .it [may] be necessary for a court to look 
to interrelated teachings of multiple patents; the effects of demands known to the design 
community or present in the marketplace; and the background knowledge possessed by a 
person having ordinary skill in the art, all in order to determine whether there was an 
apparent reason to combine the knovm elements in the fashion claimed by the patent at issue. 
. . .it can be important to identify a reason that would have prompted a person of ordinary skill 
in the relevant field to combine the elements in the way the claimed new invention does... 
because inventions in most, if not all, instances rely upon building blocks long since 
uncovered, and claimed discoveries almost of necessity will be combinations of what, in 
some sense, is already known." (emphasis added, KSR^ supra). Second, the proposed 
modification of the prior art must have had a reasonable expectation of success, determined 
from the vantage point of the skilled artisan at the time the invention was made. Amgen Inc. 
V. ChugaiPharm. Co., 18 USPQ2d 1016, 1023 (Fed. Cir. 1991). Lastly, the prior art 
references must teach or suggest all the limitations of the claims. In re Wilson^ 165 USPQ 
494, 496 (C.C.P.A. 1970). 

As recently articulated by the Court of Appeals for the Federal Circuit in 
Ortho-McNeil Pharmaceutical Inc. v. Mylan Laboratories Inc., 86 USPQ 2d, 1196, 1201-2 
(Fed. Cir. 2008): 

"As this court has explained, however, a flexible TSM 
test remains the primary guarantee against a non-statutory 
hindsight analysis such as occurred in this case. In re 
Translogic Tech, Inc. 504 F.3d 1249, 1257 [84 USPQ 2d 1929] 
(Fed. Cir. 2007) ("[A]s the Supreme Court suggests, a flexible 
approach to the TSM test prevents hindsight and focuses on 
evidence before the time of invention.)." 
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The cited '298 patent discloses a method for the production of a neutralized 

acrylic acid polymer by neutralizing acrylic acid, including a step of o verneutralizing the 
acrylic acid, then reducing the degree of neutralization to 20 to 1 00 mol% by the addition of 
acrylic acid, followed by a polymerization reaction to form the polyacrylate. See '298 patent, 
column 3, lines 1-18. 

The examiner relies upon the Examples of the '298 patent to support the 
anticipation rejection. However, differences exist between the '298 patent and the present 
claims. First, the ov^rneutralization step of the '298 was maintained at 40°C (Example 1, 
column 8, lines 53-58), whereas the present claims recite a temperature below 40^C. 

More importantly, the concentration of acrylate salt in the '298 patent 
examples is 25 wt% and 30 wt%, as stated by the examiner. However, this concentration is a 
standard monomer solution concentration used in the art and is below a supersaturated 
concentration, as presently claimed. The monomer is partially neutralized prior to 
polymerization. The '298 patent fails to teach or suggest polymerizing a supersaturated 
solution of the (meth)acrylate salt. 

At paragraph 12 of the Office Action, the examiner notes that a 100 mol% 
neutralized acrylate salt at a concentration of 30-40 wt% is treated with additional hydroxide 
base to bring the degree of neutralization to more than 1 00%, thereby possibly bringing the 
monomer concentration to less than 30 wt%. However, the examiner has neglected the fact 
that, in the present invention, additional acrylic acid also is added, which increases the 
concentration of (meth)acrylate solution to greater than saturation. See specification, page 6, 
lines 2-24, and particularly, lines 12-17. Also, see claim 3, which specifically recites the 
addition of further acrylic acid. 

The examiner admits, in paragraph 12 of the Office Action, that the *289 

patent fails to disclose supersaturation, and that the reference does not disclose an acrylate 
salt in the amount of slightly more than 30 wt%. Contrary to the examiner's other statements, 
the acrylate concentration used in the '298 patent is standard in the art and it is not a 
supersaturated solution. 
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It is submitted that the term "supersaturated" recited in the claims cannot be 

ignored. The present claims do not relate to polymerizing an unsaturated aqueous solution 
containing less than 30 wt.% sodium acrylate. The present claims are directed to 
polymerizing a sodium acrylate solution of 30 wt% only if it is supersaturated. As described 
in the specification (e.g., page 2, lines 26-32), supersaturation means that the solution is 
metastable and contains more dissolved salt than would be soluble. Temperature is a factor 
in supersaturation, as pointed out in the specification at page 3, lines 31-41. As correctly 
stated in the Office Action, the '289 patent is silent with respect to supersaturation. 
Consequently, the '289 patent cannot anticipate the present claims. 

Because differences exist between the present claims and the *298 patent 

disclosure, a novelty rejection based on 35 U.S.C. § 102(b) cannot be maintained. See MPEP 
§2131. In addition, it is submitted that the difference between the present claims and the '289 
patent are nonobvious differences. 

As stated above, the '289 patent is directed to a polymerization method 
wherein acrylic acid is neutralized, then overneutralized, and allowed to sit, followed by an 
addition of further acrylic acid to provide a partially neutralized acrylic acid in an amount 
that is less than the saturation amount. The concentration of partially neutralized acrylic acid 
solution utilized in the *289 patent is the standard amount used in the art. The '289 patent 
fails to teach or suggest, or even consider or address, polymerizing a supersaturated 
(meth)acrylate solution, contrary to the assertions of the examiner. 

As recognized by the examiner, the '289 patent fails to teach or suggest the 
content of dimer or inhibitor in the acrylic acid, or the use of a solid acrylate salt. GB '856 
fails to overcome the deficiencies of the '289 patent, particularly with respect to polymerizing 
a supersaturated (meth)acrylate salt solution. 

The examiner relies upon GB '856 for a teaching of providing solid sodium 
acrylate containing a low amount of impurities. Although GB '856 teaches an improved 
method of preparing sodium acrylate by precipitation from methanol, the reference teaches 
nothing more. All eight examples of GB '856 show production of a sodium acrylate. The 
reference contains no disclosure with respect to polymerizing the resulting solid sodivmi 
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acrylate. Accordingly, GB *856 cannot teach or suggest polymerizing a supersaturated 
solution of sodium acrylate. In addition, GB '856 teaches essentially 100% sodium acrylate, 
as opposed to a partially neutralized (meth)acrylate salt used in the present claims, for 
example in claim 2. 

In view of the above, a case of prima facie obviousness of claims 1-14 over a 
combination of the '289 patent and GB '856 cannot be established. First, and importantly, the 
combination of references fails to teach or suggest every claimed feature. In particular, 
neither the '289 patent nor GB '856 teaches polymerization of a supersaturated aqueous 
solution of a (meth)acrylate salt. GB '856 fails to teach any polymerization of the solid 
sodium acrylate, and the '289 patent teaches polymerization of a partially neutralized acrylic 
acid solution that is not saturated, but in a concentration that is standard in the art. 

Second, neither reference nor the combination of references provides any 

apparent reason for a person skilled in the art to modify the teachings in the references and 
combine the elements in a way the claimed invention does, i.e., there is no apparent reason 
from the '289 patent and/or GB '856 for a person skilled in the art to provide a supersaturated 
(meth)acrylic salt solution, and polymerize the supersaturated solution. 

Accordingly, it is submitted that claims 1-14 would not have been obvious to a 
person skilled over a combination of the '289 patent and GB '856, and that the rejection of 
claims 1-14 under 35 U.S.C. §103 should be withdrawn. It is further submitted that new 
claim 15 is patentable over the cited references for the same reason claims 1-14 are 
patentable over a combination of the *289 patent and GB *856. 

In summary, all pending claims are in a condition for allowance. An early and 
favorable action on the merits is respectfully requested. 
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Should the examiner wish to discuss the foregoing, or any matter of form in an 
effort to advance this application toward allowance, the examiner is urged to telephone the 

undersigned at the indicated number. 



Dated: January 7, 2009 



Respectfully submitted. 



James J. Napoli 



ByC J^A^^ I Jl 




Registration No. : 32,361 
MARSHALL, GERSTEIN & BORUN LLP 
233 S. Wacker Drive, Suite 6300 

Sears Tower 

Chicago, Illinois 60606-6357 
(312) 474-6300 
Attorney for Applicant 
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**Superloid.**322 tm r^r ««,^^ • , . 

hydrophilic coHoW. ^Jpnate. a 

Use: Suspending, thickening, emulsifirine and .t« 

compound characterized by the 

Ta r«u?r»?^? •"•""^ °*" ''^^f^"" (13) and 
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sodium superoxide 
potassium superoxide 
rubidium superoxide 
cesium superoxide 
calcium superoxide 
strontium superoxide 
barium superoxide 
tetramethylammonium superoxide 
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(CH3)4N02 
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